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A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114. and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
4/13/2006 has been entered. 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 1-3 and 1 1 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. Claim 1 recites that the monitor is 
an external monitor. The examiner notes that the term external seems to mean external 
to the body. As such, the claim recites a positive relationship to the body, which is non- 
statutory. Applicant should recite that the receiver is adapted to be placed externally of 
the body or use similar language. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner In which the invention was made. 
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Claim 1-3, 6-8, 11, and 12 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Mitra et al 6920351 in view of Donoghue et al 2004/0082875, Llinas 
et al 200401331 18 in view of Cosgrove Jr. 4533346. Mitra shows a systems enabling 
control of a cursor on a display screen (see column 8, line 37), prosthetic limb including 
a plurality of electrodes implanted at a plurality of sites in the brain (see column 5, lines 
30-37) and an external processing system which detects the occurrence of spikes when 
a potential spikes meets amplitude and duration thresholds (see column 5, lines 49-51 
in combination with column 2, lines 13-20). Once the spikes are detected, they are 
processed and used to control a prosthetic limb. The system lacks a transponder and 
receiver combination, a second electrode, and a system where the electrodes are 
conductive screws. Donoghue further teaches that it is well known to wirelessly 
transmit the data to a remote location, to allow the patient freedom of movement. 
Hence, it would have been obvious to modify Mitra to wirelessly transmit the data, to 
allow the patient to be free to move and not be tethered to the processing system. In 
addition, Llinas et al teaches that it is well known to include a second electrode and take 
the differential between two electrodes to eliminate common mode noise. Hence, it 
would have been obvious to modify the above combination to include a second common 
mode rejection electrode with each measuring electrode, to reduce interference. 
Finally, However, Cosgrove teaches that stainless steel conductive screws are well 
known electrodes for sensing potentials in the brain (see column 11, line 44). Hence, it 
would have been obvious to modify the above combination screw electrodes, as it is 
merely the substitution of one known equivalent electrode for another. The examiner 
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notes that the screws are not intended to be placed through the skull. However, the 
term "skull screw" is an intended use limitation, i.e. it goes to how the screw is used. 
The screws of Cosgrove are structurally similar to applicant's and hence capable of 
being used a skull screws. The claims now recite that the screws have a length that 
corresponds to the cranium but less than a length that would cause the screws to 
invade the cranium. In paragraph [0021], applicant defines this length as being % to 1 .5 
inches. The screws of Cosgrove are !4 of an inch and hence fall into the claimed range. 
In addition, applicant how recites that the screws now have a "substantially" constant 
outer diameter. It is the examiner's position that the flat head screws in applicants 
exhibit or other flat head screws have a "substantially" constant diameter, given that 
applicant has not defined the term "substantially. The examiner notes that with respect 
to the method claims, if applicant were to recite that the screw electrodes extend 
through the scalp into the brain where the contacted the neural tissue, it would 
overcome the rejection above. In addition, the combination amplifies the signal prior to 
transmission. With respect to claims 2 and 8, Donoghue further teaches inductively 
powering a circuit like that of Mitra. Hence, it would have been obvious to modify the 
above combination to use such an inductive power circuit, as it is merely the substitution 
of one known power supply technique for another. 

Applicant's arguments filed 4/13/2006 have been fully considered but they are 
moot in view of the new grounds of rejection. 

The examiner recognizes that the above rejection is a four reference 
combination. However, it is the examiner's position that modifying the Mitra device to 
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be wireless, reject common mode noise, and use a different l<nown electrode are all 
minor changes and do not disrupt the operating principles of the invention of Mitra. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Robert L. Nasser whose telephone number is 571 272- 
4731 . The examiner can nomially be reached on m-f 9-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Charles Marmor II can be reached on 571 272-4730. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status infonnation for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status infonnation for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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